United States FXtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Addresr COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, 223 1M 450 

WWW.ttSptO.gDV 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/965,299 



09/26/2001 



7590 



08/19/2003 



c/o LADAS & PARRY 
Suite 2100 

5670 Wilshire Boulevard 
Los Angeles, CA 90036-5679 



Guy Andrew Vaz 



B-3834DIV ofDIV 



5641 



9- 



EXAMINER 



PIERCE, JEREMY R 



ART UNIT 



PAPER NUMBER 



1771 

DATE MAILED: 08/19/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/965,299 



Examin r 

Jeremy R. Pierce 



Applicant(s) 
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1771 



Th MAILING DATE of this communication appears on th cov rsh t with the correspond nc address -j 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timefy filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 30 July 2003 . 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) M Claim(s) 72-94 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 72-94 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)Q All b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) S Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1) □ Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) C] Interview Summary (PTO-41 3) Paper No(s). 

5) O Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 04-01) 
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DETAILED ACTION 

Response to Amendment 

1 . The amendment filed on July 30, 2003 has been entered. Claims 83 and 84 
have been amended. The amendment overcomes the claim objections set forth in 
section 1 of the last Office Action. 

Claim Rejections - 35 USC § 102 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 85, 88, 90, and 91 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Dolowy et al. (U.S. Patent No. 4,259,1 12) as set forth in section 3 of the 
last Office Action. 

Claim Rejections - 35 USC § 103 

4. Claims 72-94 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Corbett et al. (U.S. Patent No. 5,133,057) in view of Dolowy et al. as set forth in section 
5 of the last Office Action. 

Response to Arguments 

5. Applicant's arguments filed in Paper No. 8 have been fully considered but they 
are not persuasive. 
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6. Applicant argues that Dolowy fails to disclose "impregnating the graphite with a 
molten polymer containing a high temperature alloy powder." The Examiner agrees. 
Dolowy teaches creating the metal matrix by mixing metal powder and reinforcing fibers 
in a polymeric binder (column 2, lines 1-23). The Examiner does not need to show 
every process limitation in a product-by-process claim. Once the examiner provides a 
rationale tending to show that the claimed product appears to be the same or similar to 
that of the prior art, although produced by a different process, the burden shifts to 
applicant to come forward with evidence establishing an unobvious difference between 
the claimed product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 
USPQ 289, 292 (Fed. Cir. 1983). Applicant's claims are directed toward a product, and 
not a process. Even though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. See MPEP 
2113. 

7. Applicant argues that Corbett and Dolowy both fail to disclose "impregnating the 
graphite with a polymer containing a metal powder" as recited in claim 72. Applicant 
also states that Corbett fails to disclose "drying the graphite" as recited in claim 72. 
Applicant further argues that Dolowy fails to disclose "passing the graphite through a 
molten bath of metal alloy that is at a temperature to carburise the polymer and so form 
the composite material" as recited in claim 72. Although both references may lack the 
step of "impregnating the graphite with a polymer containing a metal powder," the 
claims are directed to the resulting product and not the process itself. The Examiner 
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repeats the arguments set forth above in section 6. Additionally, the Patent Office bears 
a lesser burden of proof in making out a case of prima facie obviousness for product-by- 
process claims because of their peculiar nature than when a product is claimed in the 
conventional fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 
1974). 

8. Applicant argues that it would not have been obvious to combine the Corbett and 
Dolowy references since the composite metals of each reference are formed in different 
manners. Applicant asserts that Corbett teaches away from the process disclosed in 
Dolowy. Although Corbett may teach away from the process disclosed by Dolowy, the 
claims of the present invention are directed to a product, and not a process. Although 
the processes of the two references may not be combinable, the rejection is based on 
the product created by the process. Corbett does teach incorporation of powders into 
the molding mix (column 5, lines 12-16), but failed to disclose using metal powders. 
The Dolowy reference was used to show the incorporation of metal powder helps to 
stabilize and generally improve the metal composite. Additionally, the final product of 
Applicant's claims may not have metal powder anyway because the metal composite is 
passed through a molten bath of metal alloy, which might liquefy the metal powder. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeremy R. Pierce whose telephone number is (703) 
605-4243. The examiner can normally be reached on Monday-Thursday 7-4:30 and 
alternate Fridays 7-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (703) 308-2414. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 
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Art Unit 1771 




August 18, 2003 



